Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA292566

Filing date: 06/30/2009

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91178539

Party Defendant
Omnisource DDS, LLC

Correspondence ERIK M. PELTON

Address ERIK M. PELTON & ASSOCIATES, PLLC
P. O. BOX 100637

ARLINGTON, VA 22210

UNITED STATES

emp@tm4smallbiz.com

Submission Defendant's Notice of Reliance

Filer's Name Erik M. Pelton

Filer's e-mail uspto@tm4smallbiz.com

Signature /ErikMPelton/

Date 06/30/2009

Attachments AQUAJETT - Supplement Notice of Reliance 2 and 8.pdf ( 10 pages )(61563

bytes )



http://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

SmithKline Beecham Corporati Opposition No. 911785

Opposel
Application Serial No. 788931«
V.
Mark:

AQUAJETT

Omnisource DDS, LLC
Applicant

APPLICANT'S SUPPLEME NTAL NOTICE OF RELIA NCE EXHIBITS 2 AND 8

Pursuant to the Board’s order ofne 10, 2009, Applicant submitsupplemental Exlbits
2 and 8 to Applicant’s Notice of Relianc The Board order directs Applicant to resubmit
relevant portions of the deposition in Exhibit 2 “with a complete explanation ofiéeel for
these portions” (Doc. 38 at 7), and to subanexplanation othenecessity of thdiscovery
responss submitted in Exhibit 8 of Applicant’s Notice of Reliance (Doc. 38 a Applicant
submits the following supplement to its notice of reliance and requests the Boapd and

consider the following testimonial idence

Exhibit 2

Pages22-24, 2¢€-32, 36-39,41-42,45-46, 51-52, and58-59 from the February 27, 20C
Deposition Transcript of William R. Weissman, Pident of Applican Omnisource DDS, LL.
These pages are progpursuant to TBMP {704.10 becausepposer cited sections of tl

deposition in its Fifth Notice of Relian, andare necessary anrelevantas detailed belo\

! Note that because the entire deposition transcript was previoustyited and the Board and parties art
possession of all of the pac cited herei, Applicant has not r-attached the pages hein an effort to reduce pap:
waste. However, Applicant will resubmit these pages if the Board so d&



regarding Applicant’bona fide intent to usits mark in commerce along winumerous DuPor
factors

Specifically, the excerpts e relevant to make not misleading the portions Oppose

submitted. Opposer submitted the following exce in its Notice of Relianc:

e Pages 2:- 24, 3¢, 51: Dr. Weissman'’s description Applicant’s product, its marke,
and its functionspotential cosumersalong with possible brand namerovide
evidenci regardini Applicant’s bona fide intent to use the mark which is necessa
contradictOpposer’s attempts to show a lack of bona fide intent, including Oppc
excerpts of the same depositionOpposer’s Fifth Notice of Reliance regardi
Applicant’s lack of sales, lack of manufacturing schematics or agreenacksf
marketing materials, and the li, and Opposer’s First Interrogatory No. 10 (“State
facts and identify all documents supfing Applicant’s assertion... that it had...
bona fide intention to use Applicant’s Mark in commerce in connection witt
goods identified in the application.and response thereincluded in Opposer’
Sixth Notice of Reliance at Exhibit

e Pages 2-33, 45-46, 58-53: Dr. Weissman'’s description of Applicant’s principle
patents and possible licensing of the products, including sending letters to pc
licensees. This testimony is evidence of Applicant’s bona fide intent to use iks
and necessatto contradict Opposer’s attempts to show a lack of bona fide in
including Opposer’s excerpts of the same deposition in Opposer’s Fifth Not
Reliance regarding Applicant’s lack of sales, lack of manufacturing satiesmor
agreements, lack of meeting materials, and the li, along withOpposer’s Firs

Interrogatory No. 10 (“State all facts and identify all documents suppo

Opposition No. 91178539:
APPLICANT'S SUPPLEMENTAL NOTICE OF RELIANCIEXHIBITS 2 AND 8 p.2



Applicant’s assertion... that it had... a bona fide intention to use Applicant’'s Ma
commerce in connection with the gcs identified in the application.’and respons
theretaincluded in Opposer’s Sixth Notice of Reliance at Exhibi.

e Pags 36-39: Dr. Weissmars description cpossible sales chann evidences
Applicant’s bona fide intent to use the mark which is necry to contradict
Opposer’s attempts to show a lack of bona fide intincluding Opposer’s excerp
of the same deposition in Opposer’s Fifth Notice of Reliance regarding Apphc
lack of sales, lack of manufacturing schematics or agreements, lacarketing
materials, and the litl, along withOpposer’s First Interrogatory No. 10 (“State
facts and identify all documents supporting Applicant’s assertion... that it ha
bona fide intention to use Applicant’s Mark in commerce in connection witt
goods identified in the application.and response thereincluded in Opposer’
Sixth Notice of Reliance at Exhibit .

e Pagis41-42: Dr. Weissmars description ctrade show attendan evidences
Applicant’s bona fide intent to use the mark which is neary to contradic
Opposer’s attempts to show a lack of bona fide intincluding Opposer’s excerp
of the same deposition in Opposer’s Fifth Notice of Reliance regarding Apphc
lack of sales, lack of manufacturing schematics or agreements, limarketing
materials, and the lil, along withOpposer’s First Interrogatory No. 10 (“State
facts and identify all documents supporting Applicant’s assertion... that it ha
bona fide intention to use Applicant’s Mark in commerce in connection witl
goods identified in the application.and response thereincluded in Opposer’

Sixth Notice of Reliance at Exhibit .
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e Page$1-52: Minutes from meetings of Applicant’s partners are eviden:
Applicant’s bona fide intent to use the mark which is nisary to contradic
Opposer’s attempts to show a lack of bona fide intincluding Opposer’s excerp
of the same deposition in Opposer’s Fifth Notice of Reliance regarding Apphc
lack of sales, lack of manufacturing schematics or agreements, | marketing
materials, and the lil, along withOpposer’s First Interrogatory No. 10 (“State
facts and identify all documents supporting Applicant’s assertion... that it ha
bona fide intention to use Applicant’s Mark in commerce in connection wit
goods identified in the application.and response thereincluded in Opposer’
Sixth Notice of Reliance at Exhibit .

Exhibit 8
Pursuant t(tTBMP § 704.10 and 37 CFR 2.120(j), the following discovery respons
Applicant are submitte and are necesry as explained belo:?

e Opposer’s First Set of Interrogatories to Applicant: Interrogatory No. 7
Applicant’s response thereto. PursuanTBMP § 704.10 and 37 CFR 2.120(
Applicant needs to rely upon each of these so as not to make misleadi
interrogatory and admission responses offered by Opposer in its Sixth No
Reliance regarding Applicant’s bona fide intent to use its mark. Spedyfic
Applicant’s response to Interrogatory No. 7 concerns the search of USPTO r
performed by Aplicant prior to its application filing. Applicant’s search for conflic
is relevant as to Applicant’s intent to select and use a unique and necessary

provideadditiona background regarding the statements in Applicant’s respor

2 The discovery responses have previously been submitted asinit éx Applicant’s original Notice of Reliance
In an effort to reduce paper waste, Applicant does n-attact the exhibit here but merely to explain the neces
of the additional discovery responses pursuant to the Board’s ofdeine 10, 200:
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InterrogatoryNo. 8, including in Opposer’Sixth Notice of Reliance, regardir
Applicant’s knowledge of Opposer’s mi, andOpposer’sFifth Notice of Reliance
regarding Applicant’s lack of sales, lack of manufacturing schematicgreeanents
lack of marketing materls, and the like
e Opposer’'s Second Set of Interrogatories: Interrogatory Nos. 1, 2, 4,6, 7,8, 9, .
and Applicant’s responses thereto. PursuaTBMP § 704.10 and 37 CFR 2.120(
Applicant needs to rely upon each of theresponseso as not to rake misleading th
interrogatory and admission responses offered by Opposer in its Sixth No
Reliance regarding Applicant’s bona fide intent to use its n Specifically, each o
these responses to Opposer’s Second Set of Interrogatories is r as follows
o0 Response to 2nd Interrogatory No [Included in Opposer’s Sixth Notice
Reliance and therefore moot he
o0 Response to 2nd Interrogatory No. 2: Applicant’s response regardir
differences in letters, sound, and appearance of the ris necessary t
contradict the allegations of similarity between the marks made by Og in
its testimony, including Interrogatory No. 1 of Opposer’s Second S
Interrogatories in Opposer’s Sixth Notice of Reliance (“identify theamng
of Applicant's AQUAJETT Mark, and explain how it differs from tt
meaning of Opposer's AQUAFRESH Marl.
o0 Response to 2nd Interrogatory No. 4: Applicant’s response regardir
differences in commercial impression is necessary to contradict ggadilbns
of similarity between the marks made by Opposer irtestimony, including

Interrogatory No. 3 of Opposer’s Second Set of Interrogatories in Oppc
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Sixth Notice of Reliance (“identify the commercial impression of Applita
AQUAJETT Mark, and explain how it difrs from Opposer's AQUAFRESI
Mark™).

0 Response to 2nd Interrogatory N: Applicant’s response regarding t
differences in the goods of the parties is necessary to contradict the ialiex
of similarity between the goods made by Opposer in its testir, including
Interrogatory No. 7 of Opposer’s Second Set of Interrogatories in Oppc
Sixth Notice of Reliance (“identify each product Applicant intends to o
sell, or distribute....using Applicant's AQUAJETT Mark.

0 Response to 2nd Interrogatory N¢ [Included in Opposer’s Sixth Notice «
Reliance and therefore moot he

0 Response to 2nd Interrogatory N¢ Applicant’s response regarding t
nature of itsgoods intended to offeunder the OMNIJET mark is necessary
contradict the allegations ofmilarity between the goods made by Oppose
its testimon, including Interrogatory No. 7 of Opposer’s Second Se
Interrogatories in Opposer’s Sixth Notice of Reliance (“identifyrepoduct
Applicant intends to offer, sell, or distribute....using Ajcant's AQUAJETT
Mark.”).

0 Response to 2nd Interrogatory N¢ Applicant’s response regarding t
nature of itsgoods intended to offeunder the OMNIPIK mark is necessary
contradict the allegations of similarity between the goods made by Oppc
its testimon, including Interrogatory No. 7 of Opposer’s Second Se

Interrogatories in Opposer’s Sixth Notice of Reliance (“identifyrepoduct
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Applicant intends to offer, sell, or distribute....using Applicant's AQUAJE
Mark.”).

0 Response to 2nd Interrctory No. 1C Applicant’s response regarding t
nature of its goodintended to offeunder the AQUAPIK mark is necessary
contradict the allegations of similarity between the goods made by Oppc
its testimon, including Interrogatory No. 7 of Opper’s Second Set ¢
Interrogatories in Opposer’s Sixth Notice of Reliance (“identifyrepmoduct
Applicant intends to offer, sell, or distribute....using Applicant's AQUAJE
Mark.”).

e Opposer’'s Requests for Admissions: Request Nos. 110, 112, 114, 116,4, and
Applicant’s responses thereto. PursuarTBMP § 704.10 and 37 CFR 2.120(
Applicant needs to rely upon each of theso as not to make misleading t
interrogatory and admission responses offered by Opposer in its Seventh N¢
Reliance rearding Applicant’s bona fide intent to use its mi Specifically, each o
these responses to Opposer’s Requests for Admissions is relevant as

0 Request No. 110: Applicant’s response its intention to use the OMNI
mark is necessary to contradthe notices of abandonment includec
Opposer’s Eighth Notice of Reliance and Opposer’s allegations rega
Applicant’s lack of bona fide intent to use mark sucl asOpposer’s Firs
Interrogatory No. 10 (“State all facts and identify all documeupporting
Applicant’s assertion... that it had... a bona fide intention to use Applic:
Mark in commerce in connection with the goods identified in

application.”) included in Opposer’s Sixth Notice of Reliance at Exhik
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0 Request No. 112: Applicantresponse its intention to use the OMNIP
mark is necessary to contradict the notice of opposition included in Opp
Eighth Notice of Reliance and Opposer’s allegations regarding Applic
lack of bona fide intent to use its ma, as wells aOppcser’s First
Interrogatory No. 10 (“State all facts and identify all documents suppo
Applicant’s assertion... that it had... a bona fide intention to use Applic:
Mark in commerce in connection with the goods identified in
application.”)and respore theretcncluded in Opposer’s Sixth Notice
Reliance at Exhibit E.

0 Request No. 114: Applicant’s response its intention to use the AQUA
mark is necessary to contradict the notices of abandonment inclus
Opposer’s Eighth Notice of Reliance anipposer’s allegations regardir
Applicant’s lack of bona fide intent to use mark sucl asOpposer’s Firs
Interrogatory No. 10 (“State all facts and identify all documents suppo
Applicant’s assertion... that it had... a bona fide intention to use /cant’s
Mark in commerce in connection with the goods identified in
application.”)and response thereincluded in Opposer’s Sixth Notice
Reliance at Exhibit E

0 Request No. 116: Applicant’s response its intention to use the SHOWEI
mark is necesary to contradict the notices of abandonment include
Opposer’s Eighth Notice of Reliance and Opposer’s allegations rega
Applicant’s lack of bona fide intent to use its m such a<Opposer’s Firs

Interrogatory No. 10 (“State all facts and idd€y all documents supportin
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Applicant’s assertion... that it had... a bona fide intention to use Applic:
Mark in commerce in connection with the goods identified in
application.”)and response thereincluded in Opposer’s Sixth Notice
Reliance at Ixhibit B.

0 Request No. 174: Applicant’s response regarding the exhibit, ar
documents contain in the exhibit, are necesto contradic Opposer’
allegations regarding Applicant’s lack of bona fide intent to use its mark
as Opposer’s First Inteogatory No. 10 (“State all facts and identify
documents supporting Applicant’s assertion... that it had... a bonz
intention to use Applicant’s Mark in commerce in connection with the g«
identified in the application.”) and response thereto incliin Opposer’s

Sixth Notice of Reliance at Exhibit

Dated thi<30tr day of Jun¢, 200¢.

Erik M. Peltor

ERIK M. PELTON & ASSOCIATES, PLLC
PO Box 10063

Arlington, Virginia 2221(

TEL: (703) 525-800¢

FAX: (703) 52:-808¢

Attorney for Applican
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CERTIFICATE OF SERVICE

| hereby certify the a trueand accurate copy of APPLICANT'S SUPPLEMENT,
NOTICE OF RELIANCEEXHIBITS 2 AND 8 has been served on the following by deliver

said coly onJune 30, 20C, via First Class Mail, postage prepaid, to counsel for Opposer
following addres:

Glenn A. Gunderse
Dechert LLF

Cira Centre, 2929 Arch Stre
Philadelphia, PA 191(-280¢

By:

Erik M. Pelton, Esc
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